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DETAILED ACTION 

Claims 1-20 are pending. 

Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 
121: 

I. Claims 1-6, drawn to a solvent composition, classified in class 252, 
subclass 364. 

II. Claims 7-20, drawn to methods of etching a resinous composition, 
classified in class 216, subclass 56. 

The inventions are distinct, each from the other because of the following 
reasons: 

2. Inventions of Group I and Groups II are related as product and process of 
use. The inventions can be shown to be distinct if either or both of the following 
can be shown: (1) the process for using the product as claimed can be practiced 
with another materially different product or (2) the product as claimed can be 
used in a materially different process of using that product (MPEP § 806.05(h)). 
In the instant case the solvent may be employed as a cleaning composition, 
degreasing composition, or a solvent composition for dissolving certain coating 
compositions. 

3. Because these inventions are distinct for the reasons given above and 
have acquired a separate status in the art because of their recognized divergent 
subject matter, restriction for examination purposes as indicated is proper. 
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4. Because these inventions are distinct for the reasons given above and 
have acquired a separate status in the art as shown by their different 
classification, restriction for examination purposes as indicated is proper. 

5. During a telephone conversation with John J. Piskorski on August 10, 
2004 a provisional election was made with traverse to prosecute the invention of 
Group I, claims 1-6. Affirmation of this election must be made by applicant in 
replying to this Office action. Claims 7-20 have been withdrawn from further 
consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a non- 
elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) 
if one or more of the currently named inventors is no longer an inventor of at 
least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a request under 37 CFR 1 .48(b) and by the fee 
required under 37 CFR 1 .17(i). 

Priority 

7. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), 
which papers have been placed of record in the file. 

Drawings 

8. The drawings are objected to because the figure reference designations in 
the drawings and those set forth in the specification do not properly correspond, 
i.e., "1 a" does not equate to "1 A". Corrected drawing sheets in compliance with 
37 CFR 1 .121 (d) are required in reply to the Office action to avoid abandonment 
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of the application. Any amended replacement drawing sheets should include all 
of the figures appearing on the immediate prior version of the sheet, even if only 
one figure is being amended. The figure or figure number of an amended 
drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to 
show the renumbering of the remaining figures. The replacement sheet(s) should 
be labeled "Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so 
as not to obstruct any portion of the drawing figures. If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any 
required corrective action in the next Office action. The objection to the drawings 
will not be held in abeyance. 

Specification 

9. The disclosure is objected to because of the following informalities: the 
specification is objected to for the reasons set forth above regarding the lack of 
correspondence of the figure reference designations in the drawings and those 
set forth in the specification. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

11. Claims 1-2, 4 and 6 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Carano et al, US 5,985,040. Carano et al (Table B, columns 7 and 
8) disclose the combination of butyrolactone (10-40% bv 1 ) and N-methyl-2- 
pyrrolidone (90-60% bv). The claimed concentrations of 20% to 80% bv clearly 
read on the reference 10%-40% bv. The glass temperature (Tg) of the resin has 
been given little patentable weight and does not distinguish the Carano et al 
solvent composition. 

12. Claims 1-3 and 5-6 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gaul, US 5,413,729. Gaul (examples, particularly Tables 2-4, and 
claims) discloses combinations of lactones and esters that read on the claimed 
compositions. Since the claimed compositional components are anticipated, 
applicants' functional language would have been expected to be inherent to the 
Gaul compositions. The glass temperature (Tg) of the resin has been given little 
patentable weight and does not distinguish the Gaul solvent compositions. 

13. Claims 1-2 and 4-6 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Madsen et al, US 4,836,950. Madsen et al (example 7; columns 
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11-12, lines 60-21 and claims) discloses solvent compositions comprising 
butyrolactone at concentrations of 20 and 25% bw 2 or in compositions in 
combination with an amide, DPM (dipropylene glycol monomethyl ether) and/or 
PMA (Dowanol PMA = propylene glycol monoethyl ether acetate). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

15. This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.C. 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor 
and invention dates of each claim that was not commonly owned at the time a 
later invention was made in order for the examiner to consider the applicability of 
35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

1 6. Claim 3 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Carano et al, US 5,985,040. Carano et al (Table B, columns 7 and 8) disclose 



1 The term "bv" denotes "by volume". 

2 The term "bw" denotes "by weight". 
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the combination of butyrolactone (10-40% bv) and N-methyl-2-pyrrolidone (90- 
60% bv) as set forth in the above anticipation rejection. 

Carano et al differs from claim 3 compositions in the disclosed use of y- 
butyrolactone rather than y-caprolactone or y-valerolactone. 

It would have been obvious to one of ordinary skilled in the art at the time 
of applicants' invention to employ the structurally related y-butyrolactone for y- 
valerolactone. The y-butyrolactone differs only from of y-valerolactone in that y- 
valerolactone has methyl substituent. Based on the structural similarity, the 
solvent compounds would have reasonably been expected behaves the same or 
substantially the same. Furthermore, the compositions are employed for the 
same utility. Said compositions would have been expected to behave similarly. 
See MPEP 2144.09. 

! '» 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Daniel S. Metzmaier whose telephone 
number is (703) 308-0451 . The examiner can normally be reached on 9:00 AM 
to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy P. Gulakowski can be reached on (571) 272-1302. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 



free). 
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Primary Examiner 
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